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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is eligible 
for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) has 
been timely paid, the finality of the previous Office action has been withdrawn pursuant to 37 
CFR 1.114. Applicant's submission filed on August 22, 2008 has been entered. 

The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other information 
submitted for consideration by the Office, and MPEP § 609.04(a) states, "the list may not be 
incorporated into the specification but must be submitted in a separate paper." Therefore, 
unless the references have been cited by the examiner on form PTO-892, they have not been 
considered. 

Status of the Claims 

Claims 1-8, 10-11, 13-14, 16-17, and 19-20 are cancelled; claims 9, 12, 15, 18, and 21 
are withdrawn; claims 22-30 will be examined on the merits. 

The objections to the claims have been withdrawn due to Applicants' amendment to the 

claims. 

The rejection under 35 USC 112 (2nd paragraph) has been withdrawn due to Applicants' 
amendment to the claims. 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claim 30 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 30 recites the limitation "plant cell" in 6. There is insufficient antecedent basis for 
this limitation in the claim. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 22-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over Konzak et 
al (U.S. Patent No. 6,362,393) in view of Lyznik et al (The Plant Journal (1995) 8(2), 177-186). 

The claims are drawn to a method of plant transformation comprising centrifuging the 
plant, plant cell, or plant tissue of rice or maize under an acceleration of 1000G to 150,000G, 
and contacting the plant, plant cell or plant tissue with Agrobacterium wherein the contacting 
step is carried out after or simultaneously of said centrifugation between 1 second to 4 hours. 
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Konzak et al teach a method of centrifuging microspores (col. 4, lines 6-9) of rice or corn 
(also known as maize from the family Gramineae, a monocot and an angiosperm) (col. 6, lines 
29-32) at the acceleration of 100G for 3 minutes (col. 16, line 1) prior to gene introduction. 
Microspore is defined as "male gametophyte of a plant, including all stages of development form 
meiosis through formation of the mature pollen grain, which is a plant tissue (col. 6, lines 19-21). 
Moreover, Konzak et al taught that gene transformation could occur at any time of the 
procedure (col. 4, lines 30-36) by using Agrobacterium tumifaciens (col. 12, lines 53-56). 

Konzak et al do not teach the centrifugation speed of 1000G to 150,000G. 

Lyznik et al teach that protoplasts were harvested in tubes pelleted by centrifugation for 
5-10 sec at 1000 g, and suspended in GUS extraction buffer (page 183, col. 2, last paragraph). 

It would have been obvious to one of ordinary skill in the art to use the method of 
promoting gene introduction into plant cells by centrifuging the plant cells or plant tissues before 
gene introduction by applying Agrobacterium as taught by Konzak et al, and to modify that 
method by adjusting the centrifugal acceleration as taught by Lyznik et al given the advantage 
of separating the tissues from the medium at higher speed. With regard to the use of protoplast 
as taught by Lyznik et al, one of ordinary skill in the art would have try to use plant tissue 
because if the protoplast could withstand the high centrifugation speed then the plant tissue 
could also. One would have been motivated to do so, given the effectiveness of separating 
plant tissue by centrifugation. Furthermore, one of ordinary skill in the art would have a 
reasonable expectation of success in the combination of Konzak et al in view of Lyznik et al 
because the contacting step with Agrobacterium of plant cells or plant tissues simultaneously or 
after centrifugation would be a choice of experimental design and is considered within the 
purview of the cited prior art. 
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From the teachings of the references, it is apparent that one of ordinary skill in the art 
would have had reasonable expectation of success in producing the claimed invention. Thus, 
the invention as a whole was clearly prima facie obvious to one of ordinary skill in the art at the 
time the invention was made as evidenced by the cited references. 

Applicants' arguments filed August 22, 2008 have been fully considered but they are not 
persuasive. 

Applicants urge that the essential features of the instant invention are "centrifuging a 
plant sample" and "bringing the plant sample into contact with Agrobacterium." In addition, that 
there was an unexpected effect from this process and cites support data in the Hiei declaration 
dated September 2, 2008 (herein after Hiei Declaration 2008) (response p. 10). 

This argument is not found persuasive because Hiei Declaration 2008 (pp. 2-3) states, 
"callus formation from scutellar tissue was better on the callus induction media from pre- 
centrifuged embryos than from non-treated embryos in both Koshihikari (Figure 1) and IR64 
(Figure 2)." The control without centrifugation also showed callus formation. Fig. 1 of Hiei 
Declaration 2008 showed unexpected result with only Koshihikari variety centrifuged at 20,000 
xg for 10 minutes; however the instant claims recite a broad range of centrifugation between 
1000G to 150,000G for 1 second to 4 hours. The MPEP 716.02(d) states, "objective evidence 
of non-obviousness must be commensurate in scope with the claims which the evidence is 
offered to support." Thus, the unexpected results must occur over the entire claimed ranged 
and the Hiei Declaration 2008 does not cover the entire claim range. Therefore, the limited 
showing of unexpected results is not sufficient to support the breadth of the instant claims. With 
regard to "centrifuging a plant sample" one of ordinary skill in the art would have been motivated 
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to centrifuge the plant tissue because centrifugation is an effective process for separating the 
plant tissue. 

Applicants urge that the on page 2, line 12-14 of the instant specification which reads, 
"On the other hand, studies for changing the plant tissue before infection of Agrobacterium to a 
physiological state in which the genes are likely to be introduced have been scarcely made" is 
clearly different from the prior art (response p. 10). 

This argument is not found persuasive because Applicants have not found support for 
this statement. The cited references to pretreatment of plant tissue on page 2, lines 19-20 of 
instant specification recite Bidney et al, 1992 which discuss particle treatment and Trick et al 
which discuss ultrasonication treatment. These references do not state that the physiological 
state is scarcely changed when the plant tissue to which a gene is introduced by centrifugation 
before infection of Agrobacterium. Furthermore, the claims do recite the change in 
"physiological state." Although the claims are interpreted in light of the specification, limitations 
from the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). 

Applicants urge that the data in the Hiei Declaration submitted on November 13, 2007 
(herein after Hiei Declaration 2007) support that the cell division of the scutellum is activated by 
centrifugation treatment resulting in larger and heavier scutellum (response pp. 10-11). 

This argument is not found persuasive because Table 1 , Fig. 1 , and Fig. 2 of Hiei 
Declaration 2007 discuss GUS activity and not size of the scutellum. Applicants may be 
referring to Hiei Declaration 2008. If Applicants are referring to Hiei Declaration 2008, then the 
difference between the control and the centrifuged fresh weight of embryos do not show 
significant differences. With regard to Fig. 2 of Hiei Declaration 2008, the immature embryos of 
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IR64 did not show significant difference in size. Moreover, the claims are not limiting to the 
weights of the scutellum. 

Applicants urge that the present invention is to a technique in which the "physiological 
state" is "changed" by centrifugation treatment (response p. 11). 

This argument is not found persuasive because as stated above the change on 
"physiological state" is not recited in the claims. 

Applicants urge that Tables 1-3 show transformation efficiency and the results are 
consistent and cite the Hiei Declaration 2007 (response p. 12). 

This argument is not found persuasive because as stated in the Final Rejection mailed 
February 22, 2008 on page 8 Tables 1-3 do not show significant differences between the 
sampled centrifugal accelerations. With regard to the Hiei Declaration 2007, Table 1 shows 
some GUS activity with 760 xg. The evidence of nonobviousness does not provide support for 
the instant claims broad range of centrifugation of 1000G to 150,000G for 1 second to 4 hours. 
Objective evidence of nonobviousness must be commensurate in scope with the claims which 
the evidence is offered to support. See MPEP 716.02(d). 

The affidavit under 37 CFR 1.132 filed September 2, 2008 is insufficient to overcome the 
rejection of claims 22-30 based upon the rejection under 35 USC 103 as set forth in the last 
Office action because: The callus formation from the scutellar tissue was better on the callus 
induction media from the pre-centrifuged embryos but callus formation also occurred in the non- 
centrifuged cultures. Fig. 1 shows a fair amount of control fresh weight of embryos when 
compared to the centrifuged fresh weight embryos. Fig. 2 of immature embryos of IR64 does 
not show significant difference between the control and centrifuged embryos. In addition, the 
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claims recite centrifuging up to 1 50,000G for 4 hours. The data provide support for 20,000 xg 
for 10 minutes for the Koshihikari variety and 1,100 xg for 10 minutes for the IR64 variety. 

Conclusion 

No claims are allowed. 

Correspondence 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to June Hwu whose telephone number is (571) 272-0977. The Examiner 
can normally be reached Monday through Thursday from 6:00 a.m. to 4:30 p.m. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Anne Marie Grunberg, can be reached on (571 ) 272-0975. The fax number for the 
organization where this application or proceeding is assigned is (571) 273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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